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RECEIVED 

CENTRAL FAX CENTER 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

NOV 0 7 2005 

In re patent application of: 
John P. LAMBINO, et aJ. 

SerialNo.r 09/863,103 Group Art Unit: 2116 

Filed: May 22, 2001 Examiner: J. TrujiUo 

FOR: FIRMWARE UPGRADE USING ADDRESS CONVERSION 

PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Mail Stop After Final 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In accordance with the procedures outlined in the Official Gazette published July 
12, 2005, applicants respectfully request review of the following clear errors in the final 
office mailed July 6, 2005, in connection with the above-identified application. 

With respect to independent claims 1, 6, 12, 1 7, 20, and 24, see applicants' 
arguments on pages 1 -4 of applicants' response filed September 6, 2005. In particular, 
the Examiner admits that Miller teaches only setting a flag. The setting of a flag is 
different from and does not teach or suggest modifying an address bit of the execution 
address. The Examiner admits that Miller teaches only maintaining the state of the flag. 
The state of the flag does not correspond to the state of the address line Al 6. Miller does 
not teach or suggest that the state of the addisss line A16 is maintained during a power 
cycle. 

With respect to claims 1 0-1 1 and 22-23, see applicants' arguments on pages 4-5 
of applicants' response filed September 6, 2005, In particular, the Examiner does not 
meet tho burden of proof required to establish inherency. Contrary 10 the Examiner's 
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understanding set forth in the Advisory Action mailed September 2 1 , 2005, the burden of 
proof for relying on inherency is the same for both § 102 and § 103 rejections. 

In view of the foregoing, favorable reconsideration and withdrawal of the 
rejections is respectfully requested. Early notification of the same is earnestly solicited. 
If there are any questions regarding the present application, the Review Panel is invited to 
contact the undersigned attorney at the telephone number listed below. 
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/Paul E. Steiner/ 
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(703) 633 - 6830 
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